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RESPONSE TO RESTRICTION REQUIREMENT 


Commissioner for Patents 
Washington, D.C. 20231 


In the event that this Paper 
is late filed, and the 
necessary petition for 
extension of time is not filed 
concurrently herewith, please 
consider this as a Petition 
for the requisite extension of 
time, and to the extent not 
tendered by check attached 
hereto, authorization to 
charge the extension fee. 
or any other fee required 
in connection with this 
Paper, to Account No. 06-1378. 


SIR: 

This is a response to the Office Action of September 18, 
2002, which is a Restriction Requirement under 35 USC 121 and 
372. The one-month term for responding is being extended five 
months until March 18, 2003 by a PETITION FOR EXTENSION OF TIME 
filed currently herewith. 

Restriction was required between: 

"Group I, claims 1-3 and 7, drawn to antibacterial 


agents; 

Group I I , 

Group III, 


claims 4 and 5, drawn to methods of treating 
H. Pylori or gastric ulcer; and 
claim 6, drawn to method of preparing 
antibacterial agents." 


The Restriction Requirement is respectfully traversed, as 
explained hereinafter. Subject to said traverse, Group I is 
provisionally elected. 

The first paragraph on page 3 of the Office Action notes 
that claims 4 and 5 "are technically written as composition 
claims" and that if these claims "are indeed meant to be 
composition claims these claims would be considered part of 
Group I . These claims are expressly written as composition 
claims and are intended to be composition claims. It follows 
that in accordance with the statements in the first paragraph on 
page 3 of the Office Action, these claims should be examined 
, together with the claims identified as Group I. 

Non-elected claim 6 is directed to a method for producing an 

j 

antibacterial agent as set forth in claim 1. Accordingly, when 
product claims are found allowable, the process of making the 
claim product is also allowable and should be rejoined and 
allowed together with the product claims (see attached copy of 
Commissioner's Notice "Guidance on Treatment of Product and 
Process Claims in light of In re Ochiai, In re Brouwer and 
35 U.S.C. §103 (b) n , dated February 28, 1995. 

Reconsideration of the Restriction Requirement is requested. 

Respectfully submitted, 

Frishauf, Holtz, Goodman 
& Chick, P.C. s 
767 Third Ave., 25th Floor // 
New York, NY 10017-2023 /f7) . 
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two-cimensidoai imaS" 8 which alone are 
surges omaniBntaaon. See. e.g.. 2***** 
Stnjland. 26 USPQZd 1259. 12S2 (Bd . P»t 
Apn. & Int. 1992) (computer-generatoa icon 
alone is merory surface amamtraianonl 

3 Sinca a patentable "design is inseparable 
from the object to which it is applied and 
cannot exist alone merely as a scheme of 
surface ornamentation," a computer- 
generated icon must be embodied in a 
computer screen, monitor, other display 
ptnel. or portion thereof, to satisfy section 
171. MPS' 1502; 1504.01-A. 

4. "We do not see that the dependence at 
the existence of a design on something 
outside itself is a reason for holding it is not 
a design 'for an article of manufacture. * ~ In 
m Hruby. 153 USPQ 61. 66 (CCPA 1967) 
(design of water fountain patentable desiim 
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. for an article of manufacture}. The 
dependence of a computer-generated icon on 
a central processing unit and computer 
program for its existence itself is not a reason 
for holding that the design is not for an 
articie of manufocture. 

5. Since the claim must be in formal terms 
to the design "as shown, or as shown and 
described.'* the drawing provides the best 
description of the claim. 37 CTl 1-153- 

6. Although a crrmptiter-generated icon 
may be embodied in only a portion of a 
computer screen, monitor, or other display 
panel, the drawing "must omni a « sufficient 
number of views to cu u si ifai te a comp^ „ 
disclosure of the appearance of to crude- 
37 CrR 1.152. la addition, the drawing axust 
comply with 37 CFR l£4. 

7. The following titles do not adequately 


describe a dewgn for an article of 
SSfflint under section 171: computer 
icon;" or "icon.- On the other 
following tides do adequately describe a 
design for an articie of rnanutacture under 
sacn^n 171: -computer screen with an icon, 
-disolay panel with a computer :con: 
-portion of a computer screen with an icon 
-portion of a display panel with a 
c3uter icon image*." or "portion of a 
monitor displayed with a computer icon 


-"a^Le McCtody v. Asoexi&as Corp.. 487 F. 
3 (descriptive statement in design patent 

24 USPQ2d 1443. 1444 (Fed. Or. 1992) 


PTO NOTICE ON TREATMENT 
OF PRODUCT AND PROCESS CLAIMS 


Guidance on Treatment of Product and Process 
□aims in light of In re Ochiai, In re Brouwer and 35 
U.S.C. §103(b) 

The purpose of this Notice is to provide guidance to 
Patent and Trademark Office personnel and to the 
public on the proper consideration of cer^dauns m 
5ght of In re Ochiai, 71 F.3d 1565 . 37 US?Q2d 1127 - 
(Fed. Or. 1995) and In re Brouwer, F.3d , 37 
USPQ2d 1683 (Fed. Or. 1996) and the passage <" » 
U.S C § 103(b). which became effective November i, 
19T5.'OchtU Brouwer and §103(b) relate to how 
process claims directed to making or using nonobvious 
products are to be treated. . . ^ ■ rt 

The Court in Ochiai and Brouwer addressed the 
issue of whether an otherwise conventional process 
could be patented if it were limited to making or using 
a nonobvious product In both cases the FederalQr 
cult held that the use of per se rules is ^proper » 
applving the test for obviousness under uhe mj uau 
§?03. Rather, §103 requires a highly JgffSS 
analvsis involving taking the claimed subject matter 
as a whole and comparing it to > the pno - art To 
support a rejection under §103, the coUective teach 
ings of the prior art must have suggested to one of 
ordinary skill in the art that, at the time tteJJ™ 
was made, applicant's claimed invention ™JfJf 
been obvious! In applying this test to thtdajw « 
appeal, the Court held that there simply was no sug 
geSon or motivation in the prior art to make or use 
toe nonobvious products to which the claim* ; were 
limited and consequently overturned the rejections 

based upon §103. w t,„i» re- 

interpreting a claimed invention as a whole re- 
quires consideration of all claim ^ijations. Thus 
language in a process claim which recites making or 
using a nonobvious product must be treated as a 
material limitation, and a motivation to make or use 
the nonobvious product must be present in uie 
prior art for a $103 rejection to be sustained. 


In light of Ochiai and Brouwer, Office Personnel 
will consider all claim limitations when analyang 
process claims which make or use nonobvious prod- 
ucts under §103. Office personnel will focus « treat- 
SfcSms as a whole and follow the analysis set forth 
^Graham v. John Deere, 383 U.S. 1, 148 USPQ 459 

(1 Accordingly, to facilitate examination under §103 
where orodnct and process claims are presented in the 
action, applicant may be called ^™™*f 
3SU.S C §121 to elect claims to either the product or 
Soces Th s date to the non-elected invention wjl 
Dt*£dnwn from further consideration,However , m 
SVcase of an elected product claim, rejoinder wffl be 
permitted when a product claim is found allowable 
and the withdrawn process claim depe°fc from £ 
Sherwise includes all the limitations ; of an -.Mm* 
product claim. Withdrawn process claims not com 
S££ in scope with an allowed ^ product dag 
will not be rejoined. In the event of rejoinder, tte 
Sjoinea proci daims will be h^™g J 
patentability in accordance with 3, Vis not 

H the application containing the rejoined dauMB not 
in condition for allowance, ^sequ Jt Oto « 

^^^^ 

Serein nonobvious »«*?*^Z^v£ 
matter under §103(a). Section 103(b) ^v**™ of 
1. the biotechnological P^^^eappUca- 

, oo^Kogical Proc- and^cg- 
was invented: 
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3. a patent issued on the process also contain the 
claims to the composition of matter used in or 
made by the process, or. if the process and 
composition of matter are in different patents, 
the patents expire on the same date; 

4. the biotechnological process falls within the defi- 
nition set forth in §103(b); and; 

5. a timely election be made to proceed under the 
provisions of §103(b). . . . . 

In View of the Federal Circuit's decisions m Odoai 
and Brouwer, an applicant's need to rely upon §103(b) 
should be rare. Consequently, the Patent and Trade- 
mark Office will treat §103(b) •toe£M a ow*£ 
case basis by way of petition under 37 CFR L182. That 
JeSion must establfcb that afl Oe req^nts set 
forth in §103(b) have been satisfied. An election wm 
Sally be considered timely if it a made no kter 
man the earlier of either (1) the payment of the issue 
feeTor (2) the filing of an appeal brief in an apphca- 
£ whTch LtJs a composition , 
which has not been rejected under 35 U.S.C. §§102 or 

"in an application where at least one composition of 
matter ***** has not been rejected under 35 U.S.C. 
§§102 or 103. a §103(b) election may be made by 
Submitting the petition and an amendment requestmg 
entry of process claims which correspond to the com- 
position of matter clai m . 


For applications pending on or after November 1, 
1995, in which the issue fee has been paid prior to the 
date of this Notice, the timeliness requirement for an 
election under §103(b) will be considered satisfied if 
the conditions of 37 CFR L312(b) are met However, if 
a patent is granted on an application entitled to the 
benefit of §103(b) without an election having been 
made as a result of error without deceptive intent, 
patentees may file a reissue application to permit 
consideration of process claims which qualify for 
§103(b) treatment. 

Any questions, comments or suggestions regarding 
petitions under 37 CFR 1-182 filed pursuant to this 
Notice should be directed to the Special Program Law 
Office, attention: Hiram Bernstein, Senior Legal Advi- 
sor. AH other questions, comments or suggestions 
regarding this Notice should be directed to the Solic- 
tor's Office, attention: Craig Kaufman, Associate 
Solicitor. 


February 28, 1995 
Bruce A. Lehman 

Assistant Secretary of Commerce and 

Commissioner of Patents and Trademarks 

www@uspto.gov 

Last Modified: 5 March 1996 
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